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DETAILED ACTION 

1. The amendments filed on 11/13/2008 have been entered. Claims 1-13 remain 
pending in the application. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior office action. 

3. Claims 1-3 and 5-6, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gee (US 6,316,541) in view of Tamori et al (EP 1172412). 

The rejections of claims 1-3 and 5-6 remain as set forth in prior office action. 

4. Claims 8-11 and 13 are rejected under 35 U SC 103(a) as being unpatentable over 
Tamori et al (EP 1172412) in view of Gee (US 6,316,541). 

The rejections of claims 8-1 1 and 1 3 remain as set forth in prior office action. 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gee (US 
6,316,541) in view of Tamori etal (EP 1172412) as applied to claim 1 above, in further 
view of Van Aertet al (EP 1217010). 

The rejection of claim 4 remains as set forth in prior office action. 
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6. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gee (US 
6,316,541) in view of Tamori et al (EP 1172412) as applied to claim 1 above, as 
evidenced by Hyde et al (US 2,891,920). 

The rejection of claim 7 remains as set forth in prior office action. 

7. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tamori et al 
(EP 1172412) in view of Gee (US 6,316,541) as applied to claim 8 above, as evidenced 
by Hyde etal (US 2,891,920). 

The rejection of claim 12 remains as set forth in prior office action. 

Response to Arguments 

8. Applicants' arguments filed on 1 1/13/2008 have been fully considered but they are 
not persuasive. 

The applicants argue that Tamori emphasizes the formation of an emulsion (or emulsion 
particles) containing a silicone-organic polymer (resin) that is primarily an 
interpenetrating network and that Tamori further emphasizes a method where its 
siloxane component (A) and vinyl monomer (B) are first combined and reacted as 
indicated; by contrast, present claims 1 and 8 require first the formation of an emulsion 
wherein the siloxane component has reacted to form a silicone polymer. Subsequently, 
claim 1 then describes (ii) adding to the emulsion in (i) components for preparing an 
emulsion containing an organic polymer by free emulsion polymerization of one or more 
ethylenically unsaturated organic monomers; and claim 8 describes (ii) preparing a 
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second emulsion containing an organic polymer by free radical emulsion polymerization 
of an ethylenically unsaturated organic monomer and combining the first and second 
emulsions. The examiner disagrees. 

In regards to the arguments about claim 1 , firstly, the rejection of the present claim is 
based on the combination of Gee and Tamori, and one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. Furthermore, Tamori teaches the addition of other silicone resins other than 
component (A) into the dispersion of the invention; such other silicone resins include an 
aqueous dispersion of polyorganosiloxane [0098]. As pointed out in prior office action, 
based on the advantages taught by Tamori, it would have been obvious to one of 
ordinary skill in the art to have incorporated the step of mixing polyorganosiloxane with 
a radical polymerizable vinyl monomer of Tamori into the method of Gee and as pointed 
out above, the polyorganosiloxane of Tamori is not limited to component (A) of the 
invention, as it encompasses other silicone resins other than component (A), which in 
the case of modified Gee, is the polysiloxane emulsion formed by emulsion 
polymerization. Hence, modified Gee teaches the formation of an emulsion wherein the 
siloxane component has reacted to form a silicone polymer and subsequently (ii) of the 
instant claim. 

Regarding the arguments about claim 8, the rejection is based on the combination of 
Gee and Tamori and one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. 
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Furthermore, modiified Tamori teaches the method of preparing a first emulsion and a 

second emulsion of the instant claim as pointed out in prior office action. 

The applicants further argue that the present invention is directed to the formation of 

hybrid or alloy emulsions, by contrast, the prior art methods provide emulsions of a 

single copolymer of a siloxane and an organic acrylate monomer. The examiner 

disagrees. 

Firstly, as pointed out above, the rejections of the claims are based on a combination of 
references. Furthermore, the examiner notes that whether an emulsion is a hybrid/alloy 
emulsion or not, is an inherent property of the emulsion, which depends on the reacting 
components and reacting conditions of producing the emulsion. Since the reacting 
components and the reacting conditions of modified Gee/modified Tamori all fall within 
the ranges of those of the instant claims, then the emulsion of modified Gee/modified 
Tamori is a hybrid or alloy emulsion. 

The applicants further argue that the combination of Gee and Tamori fails the 
teaching/suggestion/motivation to combine test. There is no teaching or suggestion in 
Gee to add to its emulsions either an emulsion or components for preparing an 
emulsion. Conversely, starting with Tamori there is no teaching or suggestion to modify 
its method to prepare an emulsion of a silicone polymer, followed by addition of an 
emulsion (as per claim 1) containing an organic polymer by free radical emulsion 
polymerization of one or more ethylenically unsaturated organic monomers. The 
examiner disagrees. 
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Regarding claim 1, based upon the advantages taught by Tamori as pointed out in prior 
office action and as reiterated above, it would have been obvious to one of ordinary skill 
in the art to have combined the references as stated in prior office action and reiterated 
above. Moreover, a suggestion or motivation to combine references is an appropriate 
method for determining obviousness; however it is just one of a number of valid 
rationales for doing so. 

For claim 8, as pointed out in prior office action and reiterated above, Tamori teaches 
the blending of other emulsions with the dispersion of the invention and based on the 
advantages of the emulsion of Gee, one of ordinary skill in the art would have combined 
the emulsion of Gee with that of Tamori et al. Moreover, a suggestion or motivation to 
combine references is an appropriate method for determining obviousness; however it 
is just one of a number of valid rationales for doing so. 

The applicants further argue that rather, Tamori teaches interpenetrating silicone- 
organic polymer networks, emphasizing first mixing a siloxane component with an 
organic component. In this respect, Tamori may be viewed as teaching away from the 
present process as claimed, thus, applicants believe the rejection fails to establish a 
prima facie case of obviousness against the claims. The examiner disagrees. 
Firstly, the rejections of the present claims are based on the combination of references, 
and one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. Furthermore, Tamori teaches the 
addition of other silicone resins other than component (A) to the dispersion of the 
invention; such other silicone resins include an aqueous dispersion of 
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polyorganosiloxane [0098]. As pointed out in prior office action, based on the 
advantages taught by Tamori, it would have been obvious to one of ordinary skill in the 
art to have incorporated the step of mixing polyorganosiloxane with a radical 
polymerizable vinyl monomer of Tamori into the method of Gee , and as pointed out 
above, the polyorganosiloxane of Tamori is not limited to component (A) of the 
invention, as it encompasses other silicone resins other than component (A), which in 
the case of modified Gee, is the polysiloxane emulsion formed by emulsion 
polymerization. 

Concerning Tamori teaching interpenetrating silicone-organic polymer network, the 
examiner notes that the nature of an emulsion formed from a method, is an inherent 
property of the emulsion, which depends on the reacting components and reacting 
conditions of producing the emulsion. Since the reacting components and the reacting 
conditions of modified Gee/modified Tamori all fall within the ranges of those of the 
instant claims, then the emulsion of modified Gee/modified Tamori exhibits the nature of 
the emulsion of the instant claims. 

The examiner's stance regarding claims 4-13 is as appropriately explained above. 

The applicants' arguments have failed to put the application in a condition for allowance. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLATUNDE S. OJURONGBE whose telephone number 
is (571)270-3876. The examiner can normally be reached on Monday-Thursday, 
7.15am-4.45pm, EST time, Alt Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571)272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

O.S.O. 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



